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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 

I hereby certify that this correspondence is being electronically filed with the United States Postal Service on 
July 3. 2007. 



Title: Automated Scalable and Adaptive System for Memory Analysis Via the 
Discovery of Co-Evolving Regions 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 

This Reply Brief is submitted in response to the Examiner's Answer of May 3, 2007. 
I. CLAIM REJECTIONS UNDER 35 U.S.C. § 101 

The Examiner erred in rejecting the claims at issue under 35 U.S.C. §101 on 
grounds that the claimed invention is allegedly directed to non-statutory subject 
matter. The Examiner stated that "none of the claims is limited to practical 
applications in the technological arts." Office Action at page 3. The Examiner, 
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improperly ignoring the claims as a whole, further stated that "Applicant's 'a set of 
data structures' references are just such abstract ideas." The data structures are 
only a part of the claims. The proper analysis requires a claim to be considered as 
a whole. In re Bilski, Appeal No. 2002-2257 (Bd. Pat. App. & Int. 1996); Parker v. 
Flook, 437 U.S. 584, 594, 198 USPQ 193 (1978); Diamond v. Diehr, 450 U.S. 175, 
188 (1981); AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 1357, 50 
USPQ2d 1447, 1451 (Fed. Cir. 1999); and In re Alappat, 33 F.3d 1526, 1543-44, 31 
USPQ2d 1545, 1557 (Fed. Cir. 1994). The Examiner focusing on the data 
structures fails to consider the claims as a whole and the resulting rejection must 
therefore be reversed. 

When properly viewed as a whole, claims 1 (and its dependent claims) are 
clearly computer-implemented methods that are useful for solving the practical 
problem of memory leaks. For example, the preamble recites a memory wherein 
the co-evolving regions are identified. The following steps are steps that make 
sense if construed as a whole to encompass computer-implemented steps or acts. 
The Federal Circuit en banc panel in In re Allapat held that the "dispositive inquiry is 
whether the claim as a whole is directed to statutory subject matter, [and] it is 
irrelevant that a claim may contain, as part of the whole, subject matter which would 
not be patentable by itself. " 

Although now denied by the Examiner, in the non-final Office Action the 
Examiner applied In re Warmerdam as if it held that data structures are perse non- 
statutory. Consider the statement: "Examiner finds that Applicant's 'a set of data 
structures' references are just such abstract ideas." Non-final Office Action at page 
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2. There is no rationalization in the Office Action why the claims define abstract 
ideas other than the citation of In re Warmerdam 1 . That conclusion, regardless of 
any denial by the Examiner, is an application of a test that data structures are non- 
patentable per se. Appellants submit that the rejection should be reversed on this 
erroneous application of Warmerdam as a perse rule. Clearly if Warmerdam were 
a per se rule then the Federal Circuit would not have found that the data structures 
in In re Lowry were entitled to patentable weight. The Examiner now argues that 
"no [section] 101 issues were appealed to the Federal Circuit in that [Lowry] case, 
therefore, there can be no holding on any issues that were not at bar." Examiner's 
Answer at page 20. That is an incorrect statement of law. The Supreme Court 
established long ago that "the question whether the invention, which is the subject- 
matter in controversy, is patentable or not is always open to the consideration of the 
court, whether the point is raised by the answer or not." Slawson v. Grand St. R.R., 
107 U.S. 649, 652 (1882). Even Warmerdam, the case upon which the Examiner 
principally relies, stated: "claim 5 is for a machine, and is clearly patentable subject 
matter. The Board denied patentability on the grounds that it was indefinite, a fatal 
vice under 35 U.S.C. §112, second paragraph." 33 F.2d at 1360. Therefore, the 
Federal Circuit sua sponte raised the section 101 issue. The Examiner's position 
appears to be that the Federal Circuit held that subject matter that is not patentable 
subject matter can nevertheless have patentable weight. Such a position is illogical, 
gives little or no credit to the Federal Circuit, and should be rejected by the Board. 



1 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir., 1994) 
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The Examiner takes a very narrow view of the court's holding in Lowry while, 

contrary to case law, interpreting section 101 in a very narrow and non-expansive 

way. Speculating on the reason for the Board reversing the Examiner on the 

section 101 issues in Lowry, the Examiner incorrectly stated that "it is likely that the 

Board was using the old "Freeman-Walker-Abele" test that was in use in the 

USPTO at that time. If that is the case, the law used at that time is old and 

irrelevant because it was expressly overruled in State Street." Again that is a wrong 

statement of law. State Street was a panel decision and only an en banc decision 

could have overruled the prior Freeman, Walter and Abele cases. See Newell Cos. 

V. Kenney Mfg. Co., 864 F.2d 757 (Fed. Cir. 1988). The actual reason for the 

reversal in Lowry can be ascertained from the case itself. The PTO denied 

patentable weight to certain limitations in the Lowry claims for the very same 

reasons used in the section 101 rejections. Section 101 issues are a threshold 

requirement. As explained in In re Bergy, 569 F.2d 952, 960, 201 USPQ 352, 360 

(CCPA 1979) (emphases and footnote omitted): 

"The first door, which must be opened on the difficult path to patentability, is § 101 . 
The person approaching that door is an inventor, whether his invention is patentable 
or not. Being an inventor or having an invention, however, is no guarantee of 
opening even the first door. What kind of an invention or discovery is it? In dealing 
with the question of kind, as distinguished from the qualitative conditions which 
make the invention patentable, § 101 is broad and general; its language is: "any * * 
* process, machine, manufacture, or composition of matter, or any * * * 
improvement thereof." Section 100(b) further expands "process" to include "art or 
method, and * * * a new use of a known process, machine, manufacture, 
composition of matter, or material." If the invention, as the inventor defines it in his 
claims (pursuant to § 112, second paragraph), falls into any one of the named 
categories, he is allowed to pass through to the second door, which is § 102; 
"novelty and loss of right to patent" is the sign on it. Notwithstanding the words "new 
and useful" in § 101, the invention is not examined under that statute for novelty 
because that is not the statutory scheme of things or the long-established 
administrative practice." 
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Therefore, the holding that the claims at issue in Lowry were entitled to patentable 
weight subsumed the threshold issue of statutory subject matter. The Examiner's 
misunderstanding of the proper use of authority as evidenced in the office actions 
requires reversal. 

The Examiner's Answer concedes that he did not intend to make any 
"technological arts" argument and withdraws any rejections based on that theory or 
construed to be so based but refused to withdraw the section 101 rejections 
because allegedly there are ample bases to maintain the rejections. See page 16 
of the Examiner's Answer. First, the Appellants are entitled to reply to the objective 
manifestations of the Examiner and cannot be expected to determine the 
Examiner's subjective intent. Second, Appellants will show that those "ample 
bases" are nothing more than an improper use of post hoc rationalization. It is 
improper for an appellate court to accept appellate counsel's post hoc 
rationalization for agency action. Consideration by the appellate tribunal of new 
agency justifications deprives the aggrieved party of a fair opportunity to support its 
position; thus review of an administrative decision must be made on the grounds 
relied on by the agency. Burlington Truck Lines, Inc. v. United States, 371 U.S. 
156, 168 (1962). "If those grounds are inadequate or improper, the court is 
powerless to affirm the administrative action by substituting what it considers to be a 
more adequate or proper basis." Securities & Exchange Comm'n v. Chenery Corp^, 
332 U.S. 194, 196 (1947). As reiterated in Federal Election Comm'n v. Akins, 524 
U.S. 11, 25 (1998), "If a reviewing court agrees that the agency misinterpreted the 
law, it will set aside the agency's action and remand the case - even though the 
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agency (like a new jury after a mistrial) might later, in the exercise of its lawful 
discretion, reach the same result for a different reason." 

Sound administrative procedure requires that the agency apply the law in 
accordance with statute and precedent. The agency tribunal must make findings of 
relevant facts, and present its reasoning in sufficient detail that the court may 
conduct meaningful review of the agency action. In Radio-Television News 
Directors Ass'n v. FCC, 184 F.3d 872 (D.C. Cir. 1999) the court discussed the "fine 
line between agency reasoning that is 'so crippled as to be unlawful' and action that 
is potentially lawful but insufficiently or inappropriately explained," quoting from 
Checkosky v. Securities & Exch. Comm'n, 23 F.3d 452, 464 (D.C. Cir. 1994); the 
court explained that "[i]n the former circumstance, the court's practice is to vacate 
the agency's order, while in the latter the court frequently remands for further 
explanation (including discussion of the relevant factors and precedents) while 
withholding judgment on the lawfulness of the agency's proposed action." Id. at 
888. In this case the Examiner's analysis of the invention does not comport with the 
requirements of the Administrative Procedure Act that the agency tribunal set forth 
the findings and explanations needed for "reasoned decision making." Remand for 
these purposes is required. See Overton Park, 401 U.S. at 420-221 (remanding for 
further proceedings appropriate to the administrative process). 

In the Office Action the Examiner used his view that the claims did not recite 
any utility as a basis for rejection. Evidence of any practical utility is sufficient to 
comply with the utility requirement when the claim does not recite any particular 
utility. Cross v. lizuka, 753 F.2d 1040 (Fed. Cir. 1985). 
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The Examiner further erred in not carrying the PTO's burden of establishing a 
prima facie case and instead repeatedly stated that it was Appellants' burden to 
prove that the claims recite statutory subject matter. See Examiner's Answer at 
pages 15 and 17. The Examiner must follow the Manual of Patent Examining 
Procedure (M.P.E.P.) which provides in the 2005 Guidelines that it is the Examiner 
that must establish a prima facie case on the record. The inversion of burden of 
proof requires reversal. 

The Examiner also erred in construing the claims to cover any programming 
language. The claims must be construed as one of ordinary skill in the art would 
understand them. Phillips v. AWH Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005) (en 
banc). Those skilled in the art would know that the claims speak of structures and 
steps that compel the conclusion that only those computer languages where 
memory leaks can be remedied can be covered by the claims. The Examiner 
recognized the teachings of the specification. See Examiner's answer at page 14 
where he makes the statement "Applicant does give a statutory example in the 
Specification, [emphasis in original]" That example is sufficient to satisfy the utility 
requirement of section 101. 2 

The Examiner says that he "finds that In re Warmerdam, 33 F.3d 1354, 31 
USPQ2d 1754 (fed. Cir. 1994) controls the 35 USC §101 issues..." Examiner's 
Answer at page 3. However, in fact the Examiner only selectively applies parts that 
favor his conclusion. Consider that the Warmerdam court found that claim 5 was 
directed to a machine and hence was clearly patentable subject matter. 

2 The term "useful" appears to refer to the "utility" requirement in section 101 . In re Bilski, Appeal 
2002-2257 (Bd. Pat. App. & int. 2006). 
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Warmerdam, 33 F.3d at 1360. In the case on appeal the Examiner rejected claim 
1 1 (a machine claim) under the same rationale as the method claims. Even on the 
method claims the Examiner misapplied Warmerdam. In Warmerdam the court 
reasoned as follows: "These steps [of claiml] describe the manipulation of basic 
mathematical constructs, the paradigmatic 'abstract idea."" Warmerdam, 33 F.3d at 
1360. However, the Office Action does not show why the claims at issue in this 
appeal are nothing more than a manipulation of basic mathematical constructs. On 
appeal the Examiner contends that the rationalization for determining that the 
claims are directed to an abstract idea is the use of the broadest reasonable 
interpretation. See Examiner's Answer at page 36. Although the PTO must give 
claims their broadest reasonable interpretation, this interpretation must be 
consistent with the one that those skilled in the art would reach. See In re Morris, 
127 F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997) ("[T]he PTO applies 
to the verbiage of the proposed claims the broadest reasonable meaning of the 
words in their ordinary usage as they would be understood by one of ordinary skill in 
the art . . . ."); In re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566, 1567 (Fed. Cir. 
1990) ("It is axiomatic that, in proceedings before the PTO, claims in an application 
are to be given their broadest reasonable interpretation consistent with the 
specification, . . . and that claim language should be read in light of the specification 
as it would be interpreted by one of ordinary skill in the art."); see also M.P.E.P. 
21 1 1 .01 ("[T]he words of a claim . . . must be read as they would be interpreted by 
those of ordinary skill in the art."). Prior art references may be "indicative of what all 
those skilled in the art generally believe a certain term means . . . [and] can often 
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help to demonstrate how a disputed term is used by those skilled in the art." 
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1584, 39 USPQ2d 1573, 1578- 
79 (Fed. Cir. 1996). Accordingly, the Examiner's interpretation of claim terms should 
not be so broad that it conflicts with the meaning given to identical terms in other 
patents from analogous art. Cf. Morris, 127 F.3d at 1056, 44 USPQ2d at 1029 
(approving the board's definition of claim terms consistent with their definitions in 
CCPA cases). See In re Cortright, 165 F.3d 1353 (Fed. Cir. 1999). Dictionaries 
and encyclopedias provide an indication of terms as understood by those skilled in 
the pertinent art. Thus, the Computer Desktop Encyclopedia defines data structure 
as: "The physical layout of data. Data fields, memo fields, fixed length fields, 
variable length fields, records, word processing documents, spreadsheets, data 
files, database files and indexes are all examples of data structures." Computer 
Desktop Encyclopedia, 9 th Ed. Osborne/McGraw-Hill (2001). Therefore, data 
structures define useful entities in the computer arts. The Examiner's unwarranted 
and unsupported conclusion that data structures are pure numbers cannot be 
sustained by the understanding of those skilled in the art. 

The Examiner argues that an application is a pure algorithm and that the 
claims are not limited to any specific computer language. See page 37 of the 
Examiner's Answer. An application is defined as "a program designed to assist in 
performance of a specific task, such as word processing." Microsoft Computer 
Dictionary, Microsoft Press (2002). The quoted definition compels a conclusion that 
an application is emphatically not a pure mathematical or abstract concept. The 
Examiner errs as a matter of law in such claim construction because he construes 
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contrary to what would be understood by those skilled in the art as evidenced by a 
dictionary. Such claim interpretation is not reasonable and the rejection using it 
should be reversed. 

The Examiner further erred in concluding that the claimed memory is not a 
physical memory. This argument is a post hoc rationalization and is wrong 
technologically in any case. An application uses real computer memory. When an 
application is opened by a user the computer's operating system allocates some of 
the computer's memory to that application. There is no doubt that those of ordinary 
skill in the art would recognize that the memory recited in the claims is a real and 
not an abstract memory. The Examiner admits that the invention is a way of dealing 
with memory leaks. Answer at page 11. If the memory leaks were in abstract 
memory there would be no problem because such abstract memory would be 
unlimited in size and the entire disclosure would be dealing with an imaginary 
problem. However, the specification does indeed make it clear that memory leaks 
affect real computer memory and are not an imaginary problem. The invention is a 
solution to the memory leak problem and therefore does have a useful, concrete, 
and tangible result. 

The Examiner misinterprets the Supreme Court's statement using the phrase 
"anything made by man." The reason that the statement was made was to 
emphasize the expansive nature of section 101. The Examiner says that he is 
following the case law but ignores this important aspect of section 101 . 

The Examiner misinterprets the proper use of precedent and thus misapplies 
it. In criticizing Appellant's arguments the Examiner says "Applicant does not apply 
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citations of law to support his argument... he only cites conclusions." Answer at 
page 22. What the Examiner misses is that those conclusions are the holdings. 
Broad language in an opinion unnecessary to the court's decision (i.e., conclusion) 
cannot be considered binding authority. Smith v. Orr, 855 F.2d 1544 (fed. Cir. 
1 988). The rejections must be reversed because of the misapplication of authority 
by the Examiner. Thus, the Examiner's statement that the Federal Circuit's way of 
following Supreme Court precedent is to look back at Warmerdam is an amazing 
display of misinterpretation of the way appellate courts work. It presumes that the 
Supreme Court would be persuaded to affirm the Federal Circuit's decision on the 
basis of referring to its own panel decision. Appellants are confident that the Board 
will see the error in the Examiner's argument and reject the argument by reversal of 
the rejections. 

The Examiner further erred by construing language that is not in the claims 
as if it was in the claims. Page 15 of the Answer says "Examiner finds that the 
claimed 'memory applications' pertain to abstract management of any data in any 
computer language... [emphasis in the original]. " There is no "memory application" 
in the claims. Such distortion of the claims is an improper claim interpretation that 
must be reversed as a matter of law. 

Proper interpretation of the claims requires actual reading of the claims, 
something apparently not done by the Examiner. In footnote 1 of page 16, the 
Answer states: "in fact the word "computer" is only mentioned once in the 
Applicant's Specification to refer to a computer readable medium in the 'Background 
of the Invention.'" That statement is completely false. Claim 10 is directed to a 
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"computer readable medium." The rejection of claim 10 must be reversed due to 
this egregious error in claim construction. 

II. Rejections under 35 USC §112, first paragraph. 

The Examiner erred in rejecting claims 1-11 under 35 USC §112, first 
paragraph, because that rejection is based on the erroneous conclusion that the 
claims are not directed to patentable subject matter. 

CONCLUSION 

In view of the foregoing, it is respectfully submitted that the application and 
the claims at issue are in condition for allowance. Reversal of the final rejection, 
and allowance of the claims as amended, are requested. 

Respectfully submitted, 




Michael J. Buchenhorner 
Attorney for Appellants 
Registration No. 33,162 



Date: July 3. 2007 



